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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the . 
subject matter which the applicant regards as his invention. 

2. Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 9 recites the limitation "the position recording center" in line 3 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. 

Note: for the process of examination, examiner will interpret "the position recording 
center" as "the position recording apparatus." 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-5, 1 1, 16-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Pirila, U.S. Patent No. 6674860. 
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Regarding claim 1, Pirila discloses a system comprising a terminal for measuring the 
position of the mobile body (i.e., the mobile station measures the time difference of the received 
signals, which are used for calculation of the mobile station's coordinates) (see fig. 3, col. 6, 
lines 37-42), encrypting the measured position information by predetermined encryption means 
(i.e., the location coordinates are encrypted using the same kind of encryption as in the transfer 
of base station location information) (see fig. 3, col. 6, lines 44-45) and transmitting the 
encrypted position information (the location information is transferred to the serving base 
station) (see fig. 3, col. 6, lines 42-43); and a position recording apparatus for receiving the 
position information and recording the position information in a state where it is encrypted (i.e., 
the serving base station transferred the encrypted coordinates to mobile location center) (see fig. 
3, col. 6, lines 48-50). 

Regarding claim 2, Pirila discloses a system (see claim 1 rejection) wherein the position 
recording apparatus transmits to the terminal the encrypted position information of the mobile 
body corresponding to the terminal, based on a request from the terminal (i.e., based on an 
inherent request, the mobile location center encrypts the location information and sends it, 
through the base station, to the mobile station) (see col. 7, lines 28-36), and wherein the terminal 
decrypts the encrypted position information using the decryption data that the terminal retains 
(i.e., the mobile station decrypts the received location information) (see fig. 3, col. 6, lines 30- 
36). 

Regarding claim 3, Pirila discloses a system (see claim 1 rejection) wherein when the 
position recording apparatus has received predetermined permission information from a first 
terminal (i.e., transfer to the base station is realized e.g. in response to a request sent by the 
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system to the mobile station. Thus, when the MLC received the location coordinates, it also 
receives a inherent permission to transfer requested information) (see col. 6, lines 46-50), the 
position recording apparatus transmits the encrypted position information of the mobile body 
corresponding to the first terminal, based on a request from a second terminal (i.e., based on an 
inherent request, the mobile location center encrypts the location information and sends to the 
base station for transmission to the mobile station) (see col. 7, lines 28-36), and wherein when 
the second terminal has received the decryption data retained by the first terminal from the first 
terminal, the second terminal can decrypt the encrypted position information (i.e., the serving 
base station BTSA sends to the mobile station information about the decryption key used in the 
location process, whereby the mobile station decrypts the location information) (see fig. 3, col. 6, 
lines 30-36). 

Regarding claim 4, Pirila discloses a system (see claim 1 rejection) wherein when the 
position recording apparatus has received predetermined permission information from the 
terminal (see col. 6, lines 46-50), the position recording apparatus transmits the encrypted 
position information of a mobile body corresponding to the terminal, to a position information 
service center (i.e., based on an inherent request, the mobile location center encrypts the location 
information and sends to the base station for transmission to the mobile station. The location is 
received at the mobile intelligent module, which comprises means for receiving encrypted 
information) (see col. 5, lines 19-25, col. 7, lines 28-36), based on a request from the position 
information service center providing predetermined services to the terminal (inherent request for 
location update information), and wherein when the position information service center has 
received the decryption data retained by the terminal from the terminal, the position information 
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service center decrypts the encrypted position information (i.e., the serving base station BTSA 
sends to the mobile station information about the decryption key) (see fig. 3, col. 6, lines 30-36), 
executes a predetermined process for the decrypted position information and transmits the result 
of the process to the terminal (i.e., the location data and decryption key received are processed in 
the intelligent module) (see col. 6, lines 30-36 and col. 8, lines 24-27). 

Regarding claim 5, Pirila discloses a system (see claim 1 rejection) wherein when the 
position recording apparatus has received the decryption data retained by the terminal from the 
terminal (see col. 5, lines 19-25, col. 7, lines 28-36), the position recording apparatus, based on a 
request from the terminal, decrypts the encrypted position information of a mobile body 
corresponding to the terminal using the decryption data information (i.e., the serving base station 
BTSA sends to the mobile station information about the decryption key used in the location 
process, whereby the mobile station decrypts the location information) (see fig. 3, col. 6, lines 
30-36), executes a predetermined process for the decrypted position information and transmits 
the result of the process to the terminal (i.e., the location data and decryption key received are 
processed in the intelligent module) (see col. 6, lines 30-36 and col. 8, lines 24-27). 

Regarding claim 11, Pirila discloses a system (see claim 1 rejection), wherein the 
terminal comprises a plurality of encryption means, and is capable of switching the encryption 
means for encrypting the position information, based on the position of the terminal and/or the 
time, or on an instruction from a mobile body (i.e., the decryption key can be changed, in which 
case the new decryption key is transferred to the mobile station advantageously periodically in 
conjunction with the location update procedure) (see abstract). 
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Regarding claim 16, Pirila discloses a terminal comprising a measuring unit for 
measuring the position of a mobile body (i.e., location information can be computed using 
algorithm stored in the intelligent module) (see col. 4, lines 1-3); an encryption unit for 
encrypting the measured position information by predetermined encryption means (i.e., location 
information sent to the system may be encrypted in the intelligent module) (see col. 4, lines 9- 
12); a communication unit for transmitting the encrypted position information (see col. 8, lines 
31-42); and decryption unit having decryption data for decrypting the encrypted position 
information (i.e., decryption takes place in the intelligent module) (see col. 3, line 67 through 
col. 4, line 1), the decryption unit when receiving the position information from the 
communication unit, decrypting the received position information using the decryption data (i.e., 
the serving base station BTSA sends to the mobile station information about the decryption key 
used in the location process, whereby the mobile station decrypts the location information) (see 
fig. 3, col. 6, lines 30-36). 

Regarding claim 17, Pirila discloses position recording apparatus comprising: a 
communication for receiving encrypted position information relating to the position of at least 
one mobile body, from a terminal of the mobile body (i.e., the serving base station transferred the 
encrypted coordinates to mobile location center) (see fig. 3, col. 6, lines 48-50); and a database in 
which the position information is recorded in the encrypted state (see fig. 3, col. 6, lines 48-50). 

Regarding claim 18, Pirila discloses an apparatus (see claim 17 rejection) further 
comprising: an acquisition unit for acquiring the position information recorded in the database, in 
response to a predetermined request (i.e., based on an inherent request, the mobile location center 
encrypts the location information and sends it, through the base station, to the mobile station) 
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(see col. 7, lines 28-36), wherein the communication unit transmits the acquired position 
information from the communication unit in the encrypted state (see col 7, lines 28-36). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having- ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 6-10, 12-15, 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pirila in view of Havinis et al. (Havinis), U.S. Patent No. 6216007. 

Regarding claim 6, Pirila discloses a system as described above (see claim 1 rejection). 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein when the position recording apparatus has received the decryption data retained 
by the terminal from the terminal, the position recording apparatus, based on a request from the 
terminal, decrypts the encrypted position information of a mobile body corresponding to the 
terminal using the decryption data and transmits the decrypted position information to a position 
information service center providing predetermined services to the terminal, and wherein the 
position information service center executes a predetermined process for the decrypted position 
information and transmits the result of the process to the position recording apparatus, and 
wherein the position recording apparatus transmits the result of the process to the terminal. 

However, Havinis discloses a system wherein when the Positioning Measurement 
Module (PMM) obtains positioning measurement information, this information is encrypted and 
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sent to the Location Calculation Module (LCM), which then deciphers the encrypted information 
and uses the information to again with a ciphering algorithm before being passed to either a 
transceiver (TRX) unit within the mobile terminal for transmission to the network or a location 
application (LA) internal to the mobile terminal (see col. 3, lines 22-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the security as related to the transmission of the location information. 

Regarding claim 7, Pirila discloses a system as described above (see claim 1 rejection). 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein when the position recording apparatus has received predetermined permission 
information from the terminal, the position recording apparatus, based on a request from a third 
party, decrypts the encrypted position information of a mobile body corresponding to the 
terminal using the decryption data, executes a predetermined process for the decrypted position 
information and transmits the result of the process to the third party. 

However, Havinis discloses a system wherein when the Positioning Measurement 
Module (PMM) obtains positioning measurement information, this information is encrypted and 
sent to the Location Calculation Module (LCM), which then deciphers the encrypted information 
and uses the information to again with a ciphering algorithm before being passed to either a 
transceiver (TRX) unit within the mobile terminal for transmission to the network or a location 
application (LA) internal to the mobile terminal (see col. 3, lines 22-30). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the security as related to the transmission of the location information. 

Regarding claims 8-9, Pirila discloses a system as described above (see claim 7 
rejection). 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein the predetermined process is a process for responding to a query relating to a 
mobile body corresponding to the terminal. 

However, Havinis discloses a system wherein once the LCM calculates the location 
information, the LCM preferably encrypts the calculated location information, and due to an 
inherent request, passes the location information for transmission to a Location Application (see 
col. 5, lines 5-21). Also, one a request is made, the location information will be calculated and a 
response to the request (the result of the calculation) will be transmitted to the module or party 
who requested the information; thus, there is guarantee function for the response (as related to 
claim 9). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings as described to arrive at the claimed invention. A motivation 
for dong so would have been to ensure the proper transmission of the location information. 

Regarding claim 10, Pirila discloses a system as described above (see claim 7 rejection). 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein the query is at least one of "where is the current position of the mobile body", 
"whether the mobile body is/was at a designated place", "whether the mobile body is/was at a 
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designated place on a designated date at a designated time", "where is the position at which the 
mobile body was on a designated date at a designated time" and "on which data and at what time 

* 

the mobile body was at a designated place". 

However, Havinis discloses a system wherein the query is "where is the current position 
of the mobile body" (i.e., request for information about the current location of the mobile station) 
(see col. 2, lines 1-5). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings as disclosed to arrive at the claimed invention. A motivation 
for doing so would have been to obtain the proper result as related to the current location of the 
terminal. 

Regarding claim 12, Pirila discloses a system (see claim 1 rejection) wherein the terminal 
comprises a personal authentication means for a mobile body (i.e., SIM module) (see fig. 10, col. 
8, lines 48-49), and wherein when a personal authentication is successfully completed (i.e., SIM 
module manages the data required for the identification of the subscriber) (see col. 8, lines 65- 
67). 

Although Pirila discloses a system as described above, Pirila does not specifically 
disclose a system wherein the terminal can measure the position of the mobile body, encrypt the 
measured position in formation with predetermined encryption means and transmit the encrypted 
position information. 

However, Havinis discloses a system wherein once the LCM calculates the location 
information, the LCM preferably encrypts the calculated location information, and due to an 
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inherent request, passes the location information for transmission to a Location Application (see 
col. 5, lines 5-21). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so . 
would have been to ensure the security as related to the transmission of the location information. 

Regarding claim 13, Pirila discloses a system (see claim 1 rejection) wherein the home 
location register performs a "cancel location" procedure for the previous register (see figs 8 and 
107, line 67 through col. 8, line 1). Thus, by performing the "cancel location" procedure, the 
location information and its related data will be erased from the temporary memory to give place 
to the new incoming location information and its related data. 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein the position recording apparatus receives the decryption data from the terminal 
and decrypts the encrypted position information using the decryption data. 

However, Havinis discloses a system wherein when the Positioning Measurement 

Module (PMM) obtains positioning measurement information, this information is encrypted and 

« 

sent to the Location Calculation Module (LCM), which then deciphers the encrypted information 
and uses the information to again with a ciphering algorithm before being passed to either a 
transceiver (TRX) unit within the mobile terminal for transmission to the network or a location 
application (LA) internal to the mobile terminal (see col. 3, lines 22-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the security as related to the transmission of the location information. 
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Regarding claim 14, Pirila discloses a system as described above (see claim 13 rejection). 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein the position recording apparatus executes the predetermined process. 

However, Havinis discloses a system wherein the position recording apparatus executes 
the predetermined process (i.e., once the LCM calculates the location information, the LCM 
preferably encrypts the calculated location information, and due to an inherent request, passes 
the location information for transmission to a Location Application) (see col. 5, lines 5-21). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings as described to arrive at the claimed invention. A motivation 
for dong so would have been to ensure the proper transmission of the location information. 

Regarding claim 15, Pirila discloses a system as described above (see claim 13 rejection). 

Although Pirila discloses a system as described, Pirila does not specifically disclose a 
system wherein the position recording apparatus transmits the decrypted position information to 
a position information service center providing predetermined services utilizing the position 
information and receives from the position information service center the result of the 
predetermined process executed by the position information service center. 

However, Havinis discloses a system wherein when the Positioning Measurement 
Module (PMM) obtains positioning measurement information, this information is encrypted and 
sent to the Location Calculation Module (LCM), which then deciphers the encrypted information 
and uses the information to again with a ciphering algorithm before being passed to either a 
transceiver (TRX) unit within the mobile terminal for transmission to the network or a location 
application (LA) internal to the mobile terminal (see col. 3, lines 22-30). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the security as related to the transmission of the location information. 

Regarding claim 19, Pirila discloses an apparatus (see claim 17 rejection) further 
comprising: an acquisition unit for acquiring the position information recorded in the database, in 
response to a predetermined request (i.e., based on an inherent request, the mobile location center 
encrypts the location information and sends it, through the base station, to the mobile station) 
(see col 7, lines 28-36). 

Although Pirila discloses a system, which comprises a decryption unit a decryption unit 
for decrypting encrypted position information, Pirila does not specifically disclose an apparatus 
wherein when the decryption unit receives, together with the request, the decryption data for 
decrypting the encrypted position information, the decryption unit decrypts the acquired 
encrypted position information and transmits the decrypted position information. 

However, Havinis discloses a system wherein when the Positioning Measurement 
Module (PMM) obtains positioning measurement information, this information is encrypted and 
sent to the Location Calculation Module (LCM), which then deciphers the encrypted information 
and uses the information to again with a ciphering algorithm before being passed to either a 
transceiver (TRX) unit within the mobile terminal for transmission to the network or a location 
application (LA) internal to the mobile terminal (see col. 3, lines 22-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the security as related to the transmission of the location information. 
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Regarding claim 20, Pirila discloses an apparatus (see claim 17 rejection) further 
comprising: an acquisition unit for acquiring the position information recorded in the database, in 
response to a predetermined request (i.e., based on an inherent request, the mobile location center 
encrypts the location information and sends it, through the base station, to the mobile station) 
(see col. 7, lines 28-36). 

Although Pirila discloses a system, which comprises a decryption unit for decrypting 
encrypted position information, Pirila does not specifically disclose an apparatus comprising a 
processing unit for executing a predetermined process for the decrypted position information, 
wherein when the decryption unit receives, together with the request, the decryption data for 
decrypting the encrypted position information, the decryption unit decrypts the acquired 
encrypted position information and the processing unit transmits the result of the predetermined 
process executed for the decrypted position information. 

However, Havinis discloses a system wherein when the Positioning Measurement 
Module (PMM) obtains positioning measurement information, this information is encrypted and 
sent to the Location Calculation Module (LCM), which then deciphers the encrypted information 
and uses the information to again with a ciphering algorithm before being passed to either a 
transceiver (TRX) unit within the mobile terminal for transmission to the network or a location 
application (LA) internal to the mobile terminal (see col. 3, lines 22-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the security as related to the transmission of the location information. 
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Regarding claim 21, Pirila discloses an apparatus (see claim 20 rejection) further 
comprising: a temporary memory for storing the decryption data, the decrypted position 
information and the result of the process (i.e., work memory) (see fig. 10, col. 8, lines 54-55); 
and an erasing unit for erasing the decryption data, the decrypted position information and the 
result of the process from the temporary memory after transmitting the result of the process (i.e., 
the home location register performs a "cancel location" procedure for the previous register. Thus, 
by performing the "cancel location" procedure, the location information and its related data will 
be erased from the temporary memory to give place to the new incoming location information 
and its related data) (see figs 8 and 107, line 67 through col. 8, line 1). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pierre-Louis Desir whose telephone number is 703-605-4312. 
The examiner can normally be reached on (571) 272-7799. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9197 (toll-free). 




Pierre-Louis Desir 

AU2681 

08/22/2005 
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